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REMARKS 

Claims 1-9, 1 1-14, and 16-42 are pending. Claims 6-8, 10, 15-40, and 42 are cancelled 
without prejudice to applicants' right to pursue the subject matter of those claims in a future 
continuation or divisional application. Claims 1, 2, 5, 9, 11, 14, and 41 are amended. These 
amendments do not introduce new matter. Thus, claims 1-5, 9, 1 1-14 and 41 are pending upon 
entry of this amendment. 

Rejection Under 35 U.S.C. §112, 1'^ Paragraph for Lack of Enablement 

Claims 1-9, 1 1-14, 16-18, 41, and 42 are rejected under 35 U.S.C. §1 12, 1'^ Paragraph. 
The Examiner stated that "the specification, while being enabling for a method for preventing 
arrhythmias and sudden cardiac death in FKBP12.6+/- mice or limiting a decrease in the level of 
RyR2-bound FKBP12.6 in a subject, does not reasonably provide enablement for a method for 
preventing arrhythimas and sudden cardiac death in any other subjects or prevent a decrease in 
the level of RyR2-bound FKBP12.6 in a subject." 

In reply, applicants thank the Examiner for the suggestion on page 5 of the Office Action 
to delete the word "preventing" firom the claims in order to overcome this rejection. 
Accordingly, AppHcants have amended claims 1, 2, 5, 9, 1 1, 14, and 41 by deleting the word 
"preventing" firom the claims. Claims 3, 4, 12 and 13 are dependent claims that do not contain 
the word "preventing" and thus do not need to be amended. Claims 6-8, 16-18, and 42 have 
been canceled. Applicants submit that pending claims as amended are enabled and respectfiilly 
request that the Examiner reconsider and withdraw this ground of rejection. 

Rejection Under 35 U.S.C. §112, 1'* Paragraph for Lack of Written Description 

Claims 1-9, 18, 41, and 42 are rejected under 35 U.S.C. §112, 1'^ Paragraph, as 
containing subject matter which was not sufficiently described in the specification. The 
Examiner alleges that FKBP12.6 analogues which are functional variants of the FKBP12.6 
protein are not disclosed by the specification. 
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In reply, without conceding the correctness of the Examiner's position, Applicants have 
amended the claims 1, 2, 5, 9, and 41 to recite methods encompassing FKBP12.6 protein only. 
Claims 3 and 4 are dependent claims that do not need to be amended. Claims 6-8, 1 8, and 42 
have been canceled. Applicants submit that pending claims as amended have overcome the 
Examiner's rejection and satisfy the written description requirement. Applicants request that the 
Examiner reconsider and withdraw this ground of rejection. 

Rejections Under 35 U.S.C. §103(a) 

Claims 1-9, 1 1-14, 16-18, 41, and 42 are rejected under 35 U.S.C. §103(a) as being 
unpatentable over Yano et al. {Circulation 107: AllA^A, 2003) in view of Wehrens et al, {Cell 
1 13:829-840, June 27, 2003). The same claims are also rejected under 35 U.S.C. §103(a) as 
being unpatentable over Yano et al alone. 

In reply, Applicants respectfully traverse these rejections. In particular, applicants submit 
that the Yano et al. reference and the Wehrens et al. reference are not proper prior art under 35 
U.S.C. §102 and therefore are not available as prior art xmder 35 U.S.C. §103 because the 
inventors conceived of the claimed invention before the publication date of Yano et al. and 
Wehrens et al. Accordingly, applicants will supplement this amendment with a Declaration 
Under 37 C.F.R. §1.131 by the inventors in due course. 

Yano et al was published online on December 16, 2002. Wehrens et al was published 
on June 27, 2003. Applicants will submit shortly a Supplemental Amendment requesting an 
amendment of inventorship pursuant to 37 C.F.R. § 1.48(b) and a Declaration pursuant to 37 
C.F.R. § 1. 1 3 1 by the named inventor stating that the invention of the claims pending was 
conceived at least prior to December 16, 2002. Therefore, neither cited reference is a proper 
reference for the purpose of rejection under 35 U.S.C. § 103(a). Accordingly, applicants request 
that the Examine reconsider and withdraw these grounds of rejection. 
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Conclusion 

In view of the foregoing amendments and remarks, Applicants request that the Examiner 
reconsider and withdraw the outstanding grounds of rejection. The Examiner is encouraged to 
call the undersigned at the number listed below in order to expedite the prosecution of this 



Date: August 27, 2007 

Wilmer Cutler Pickering Hale and Dorr LLP 

399 Park Avenue 

New York, NY 10022 

Tel: (212) 937-7233 

Fax: (212) 230-8888 

jane.love@wilmerhale.com 



application. 



Respectfully submitted, 




Jane M. Love, Ph.D. 
Reg. No. 42,812 



